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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
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earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 19 September 2005 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1 935 CD. 1 1 , 453 O.G. 21 3. 
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4) E3 Claim(s) 1-10.35 and 42 is/are pending in the application. 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
9/19/2005 has been entered. 

Response to Amendment 

2. Applicant's amendment received on 9/1 9/2005 is acknowledged and entered. 
Claims 1 1-34 stand withdrawn. Claims 36-41 are canceled. Claims 1 and 8 are 
amended and claim 42 has been added. Currently claims 1 -1 0, 35 and 42 are pending 
for examination. 

Response to Arguments 

3. Applicant's arguments filed on 9/19/2005 have been fully considered but are 
moot in view of new grounds of rejection necessitated due to amendments to claims 1 , 
8 and addition of claim 42. 

4 Examiner cites particular columns and line numbers in the references as applied 
to the claims below for the convenience of the applicant. Although the specified 
citations are representative of the teachings in the art and are applied to the specific 
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limitations within the individual claim, other passages and figures may apply as well. It 
is respectfully requested that, in preparing responses, the applicant fully consider the 
references in entirety as potentially teaching all or part of the claimed invention, as well 
as the context of the passage as taught by the prior art or disclosed by the examiner. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-3 and 42 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Peterson (US Patent 5,740,134). 

Regarding claims 1-3 and 42, Peterson teaches a method for online purchasing 
of electronic information (see at least abstract and Fig.1 which discloses a new Musical 
CD creation system 10 in which a computerized selection means "30" is in 
communication via cable "38" with a production unit "40", that is the stand alone printer 
means) comprising the steps of: 

a) selecting said electronic information, b) paying for said electronic information, 
c) directly receiving said electronic information by a user printing device and d) printing 
said electronic information on a medium using the user printing device, sampling said 
electronic information and e) selectively mixing and ordering a plurality of selected 
electronic information (see at least col. 3, line 50-col. 4, line 32, * it will be noted that 
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the Musical CD Creation Unit 10 comprises a storage means 20, a selection means 30, and a production 
means 40. The storage means 20 further comprises a CD jukebox 22 of the kind commonly available 
and used in commercial markets. As best illustrated in FIG. 1, the selection means 30 further comprises 
a computer terminal 32 having a display monitor 33 and input means, such as a computer keyboard 34 or 
a touch screen. The selection means 30 is connected to the storage means 20 and the production 
means 40 by a unit interface cable 38. As best illustrated in FIG. 2, the selection means 30 further 
comprises a predetermined entry means 39 for allowing a customer to review and record predetermined 
musical selections by type, such as jazz, pop, rock, country, soul, gospel, or blues, by popularity, such as 
"Top 20 Hits, " by artist, or by other predetermined musical selections. The production means 40 further 
comprises a CD recorder 42 for recording on a recordable CD 2. After the desired selections are 
recorded on the recordable CD 2, the recordable CD 2 is dispensed from the production means 40 by a 
CD dispenser 44, as best illustrated in FIG. 4. To provide fully automated merchandising capabilities, the 
Musical CD Creation Unit 10 has "vending" features. As best illustrated in FIG. 3, the Musical CD 
Creation Unit 10 further comprises a payment means 50 having a purchase amount display 56, a 
magnetic card reader 52 for credit cards, and a currency changer 54 for cash such that a customer can 

purchase the recordable CD 2 without assistance from store personnel ". Note: As stated 

above, the production means "40" directly receives the selected songs information in 
electronic form for recording/printing it on a medium, such as CD.). 



Claim Rejections - 35 USC § 103 

6 The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 4-10 and 35 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Peterson and further in view of Salisbury et al. (US Patent 6,041 ,703); hereinafter, 
referred to as Salisbury. 

Regarding claims 4-10, Peterson teaches a method for online purchasing of 
electronic information by selectively mixing and ordering a plurality of selected 
electronic information in the form of songs as analyzed for claims 1 -3 above. Peterson 
does not disclose the limitations of claims 4-10. However, in the same filed of 
printing/recording data on CDs and labeling them, Salisbury suggests all the limitations 
of claims 3-10, that is : selectively labeling said electronic information, printing a user- 
selected label on said medium, wherein said label includes a photo/title/video 
scene/concert information (see at least col.1 , lines 31 -35, " The present invention speeds up 
and improves the steps involved in the manufacturing process for recording and preparing a CD by 
significantly reducing the number of manual handling steps required to record, verify and print label 
information on a CD. ... Commercially available compact discs can include some generic pre- 
printed information on a top surface of the disc. For example, a manufacture of the disc may 
include an identification mark, logo, ortrademark.. COl.6, lines 1-15, " Referring to FIG. 4, a 

top surface of a compact disc 90 is illustrated As indicated above, preprinted generic information 

may be located on commercially available compact discs. This information may be in the form of an 
image comprising graphics, text, manufacturers identification, logo, trademark, background field, 
or other types of indicia such as a bar code. For purposes of conciseness, the term "image" is 
used herein to describe any material provided or printed on a surface of a compact disc and is not 
limited to textual information, identification, or identifying marks. " . ). 
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In view of Salisbury, it would have been obvious to one of an ordinary skill in the 
art at the time of the applicant's invention to have modified Peterson to incorporate the 
features of selectively labeling said electronic information, printing a user-selected label 
on said medium, wherein said label includes a photo/title/video scene/concert 
information. Doing so enables the users to include additional individualized information 
on the top surface of the compact disc to identify the data recorded/printed on the CD 
and/or identify the user who prepared that CD or the user who is going to use it himself, 
as explicitly suggested in Salisbury (see at least col.1, lines 36-52). 

Regarding claim 35, all the limitations are already covered in claims 1-10 and 
therefore it is analyzed and rejected as being unpatentable over Peterson and further in 
view of Salisbury on the same basis. 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

(i) US Patent 6,496,744 to Cook discloses a method and a system for custom 
purchasing a music CD online wherein a mixed selection of sound tracks, that is 
electronic information is reviewed and selected and then printed on a medium, such as 
CD (see at least col. 4, line 10-col.1 1 , line 19). The teachings and disclosure of this 
patent anticipates claims 1-4 and when combined with the prior art of Salisbury renders 
obvious the claims 4-10 and 35. 
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(ii) US Patent 6,952,685 to Hunter et al. discloses a method and a system for 
custom purchasing a music CD online wherein a mixed selection of sound tracks, that is 
electronic information is reviewed and selected and then printed on a medium, such as 
CD (see at least col. 5, line 13-col.10, line 65). The teachings and disclosure of this 
patent anticipates claims 1-4 and when combined with the prior art of Salisbury renders 
obvious the claims 4-10 and 35. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yogesh C. Garg whose telephone number is 571-272- 
6756. The examiner can normally be reached on M-F(8:30-4:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wynn Coggins can be reached on 571-272-7159. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). /^y 
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